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DETAILED ACTION 

The response filed March 13, 2006 presents remarks and arguments to the 
office action mailed November 09, 2005. Applicants 1 request for reconsideration of the 
rejection of claims in the last office action has been considered. 

Response to Arguments 

Status of Claims 

Claims 1-20 are pending in this office action. 
Affidavit 

The affidavit filed 3/13/06 has been acknowledged and entered. 

Claim Rejections - 35 USC § 112 

Applicant traverses that the terms substituted and unsubstituted are terms 
commonly used and are clear as written with an affidavit, exibit A to support. 

In response, although this is a term that is commonly used it is however indefinite 
as to what is meant by substituted and unsubstituted. Clearly Applicant cannot claim 
every single unsubstituted and unsubstituted variations of the compound as this 
encompasses a very large number of compounds. Therefore, identifying the 
compounds that are claimed is required. 

The rejection is hereby maintained with respect to claims 1 and 7-1 1 and hereby 
repeated. 

Claims 1 and 7-11 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 
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Claims 1 and 7-11 where R n is a substituted or unsubstituted alkyl/aralkyl/aryl 
group are indefinite connoting no information as to what substituents are used, 

therefore, examiner suggests using substituents selected from groups from the 

specification. 

Claim 8 recites substituted and optionally substituted cycloalkyl, aryl, C1-C4 
aralkyl and cycloalkylalkyl groups, but surely, they do not all carry the same properties. 
Therefore, examiner suggests applicant clearly states the compounds or groups that are 
considered and use the above suggestion supra for the substituted R n . 

Claim 8 recites the limitation "aralkyl" in line 3. There is insufficient antecedent 
basis for this limitation in the claim 1. 



Double Patenting 

Applicant will address this issue when claims are allowed therefore the rejection 
is maintained as no traversal was made because the rejection is to a provisional US 
application. The rejection is hereby maintained and repeated. 



The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 
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Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claim1-20 are provisionally rejected under the judicially created doctrine of 
double patenting over claims 1-26 of copending Application No. 10/719,055. This is a 
provisional double patenting rejection since the conflicting claims have not yet been 
patented. 

The subject matter claimed in the instant application is fully disclosed in the referenced 
copending application and would be covered by any patent granted on that copending 
application since the referenced copending application and the instant application are 
claiming common subject matter, as follows: The claims are drawn to a composition and 
method of inhibiting rejection of a transplant organ composition, using formula 




in the instant claim with rapamycin or CD40L. The 
only difference between the instant application and the co-pending application is in the 
instant claim adjuvant therapy is used while the co-pending claims treat the condition 
with only the compound of formula I. Thus the claims of the instant application are 
within the scope of the co-pending application. 

Claim Rejections - 35 USC § 103 
Applicant's arguments, with respect to the above rejection have been fully 
considered and are persuasive. The rejection has been withdrawn. 
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THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shirley V. Gembeh whose telephone number is 571- 
272-8504. The examiner can normally be reached on 8:30 -5:00, Monday- Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ardin Marschel can be reached on 571-272-0718. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/719,701 



Page 6 



Art Unit: 1614 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



SVG 
06/03/06 



SUPERVISORY PATENT EXAMINER 




